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CIRCUIT COURT OF THE UNITED STATES, 


District of New Jersey. “a 


IN EQUITY. ~ 





FRANK SEAMAN, UNITED STAT RAMOPHONE 
COMPANY and BERLINER GRAM NE COMPANY, 
Complainants, 


Vie 


VICTOR TALKING MACHTNE COMPANY, 
Defendant. 





SUR MOTION FOR PRMLININARY INJUNCTION. 


Additional Affidavit of Eldridge R. Johnson on Behalf 
of Defendant. 


State of Pennsylvania, 3 § 
City and County of Phildelphia, cia 
RIDRIDGE R. JONSON, being duly sworn according to 
law, deposes and says as follows: 
me 
the defendant in the above entitled case. 


The Victor 





liking Vachine Company never marked the 
machines or records rade by it with the Berliner patents 


Noted in the three suits just instituted in the above entitle 





Cause, by name, date or othertiise; that the talking machines 


and records 





erufactured and sold by the Victor Talking 
Machine Company are of the same construction and operated 
in the same manner, and the records made by essentially the 
Same processes as they were made by me under my patents } 


before the license of September 28, 1901, was granted by the 





R ‘ 
“erliner Granopione Company and before the Victor Talk- 





ing Machine Company took over my said talking machine 


tusiness and Patents, etc. 


hat the said license taken by me October 28, 1901, . 





Eerliner Gramophone Company, 





id assigned by me 





to the Victor Talking Machine Company, October 5, 1901, 
was taken by me rather as a matter of insurance than othere 
wise in the event that the Courts should hereafter decide 
the said patents to be valid. This deponent and the defend- 
ant company have never ascertained whether the said patents 
are valid or not. 

In order to have this question ‘aecided and ascertained 
the defendant company has joined with the United States 
Gramophone Company and the Berliner Granophone Company af! x 
several suits against the infringers of the said Berliney, ‘ 


patents, of which there are quite a number, and have, in the 
{pitas in the said suits, set forth therein, in the usual : 

formal manner, the facts, That there is very grave question 
regarding the validity of the Berliner patents has always 

hear Evoan to this deponent and this defendant, particularly a 
as evidenced by the fact that the defendants in the several 
es in which the said Berliner patents were involved nhve ; 


succeeded in preventing any of the cases from going to final 





hearing, and the complainants have never brought the said 


cases to final hearing and the defendants have set forth 





very extended defenses in which thera may be considerable , qs 


merit, 





This defendant does not admit the validity of the 
said patents and never has so done and has very grave doubts 
jregerdihg the validity of the said patents. 

That the seid Berliner petents in these three suits 
ibe ‘ween the above named parties are Invalid and void has 


i} 
been fet fo 





in several? pultp in which the complainants 


have never brought the cases to final hearing, aps, for 





@, ee get Forth in the Defendant's Answers in three | 
Separate suits brought upon the said Berliner Patents No. 
\ ; . 

PESPADy No. 548,625 and No. 564,586 in the suits of the 


vz (ess States Gramophone Company and Rerliner Gramophone 





Sst aM an med Saami 


Wile 
jibrary 








f 





Company against the National Gramophone Corporation, in the 






United States Circuit Court for the Eastern District of 






Pennsylvania, of April Sessions, 1900, Nos. 33, 34 and 35, 






efor infringement of the said patents, copy of which said 






Answers are hereto attached marked Exhibits 1, 2 and 3. 






Attention is also called to the fact that a prelimi 







nary injuncticn in each of these cases was refused on the 


ground the complainants’ patents were unadjudicated and no. 





public acquiescence was sufficiently proven. 






This deponent denies that it is precluded from 







disputing the validity of these Berliner. patents. 


Further, if the Berliner Gramophone Company, on 







September 28, 1901, had no right to grant any license to 






this deponent or to the defendant, as contended by the 






complainant, Seaman, this deferdant would, therefore, have 


no license if tnis contention is good, and is at perfect 







liberty on this. basis to dispute the validity of the said 






patents, which it does. 


Further, the Victor Talking Machine Company, as 






hereinbefore stated, took the said license, if it is an 






existing license, as a matter of insurance for its use 






in the event that the patents should be finally adjudicated 






to be valid, which have not yet been so adjudicated, but 






, contends that the mere holding of the license, when it does 
the patents and does “not advertise that it is operating 1 
not mark its goods withthe seid patents, but is. manufactur} 








and selling the same construction of talking machine and 






; records, operated in the same manner and produced in the 






; Same manner as before the said license was acquired, does 






not Treclude it from denying or disputing the validity for 






the reasons set forth in the Answers hereto attached, marke 






"Fonibits 1, 2 and 3", 







(Signed) ELDRIDGE R. JOHNSON, 


Sworn to and subscribed before me this fifth day of 





January, A.D. 1903, 






Notary Public. sna 
; eS ake eer 


the hata iid 
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IN THE CIRCUIT COURT OF THE UNITED 
STATES, . 





cT or New Jersey. 








Franx Seaman, Unitep States 
GraMoPHONE Company and 
BERLINER GRAMOPHONE Com- 
PANY, 






Complainants. ) 


x 


Victor TALKING MacHixe Com- 
PANY, 
Defendant. 


Sur Motion for Preliminary Injunction. 


Affidavit of Marshall McCormick. on behalf of de- 
fendant. 


Marshall McCormick. being first duly sworn. de- 
poses and says as follows: 


State of Virginia. 
County of Clarke. 





1. lam forty-three years of age. a resident of Berry- 
ville. Clarke County, Virginia. and have been actively 
engaged in the practice of law in the State and Federal 
Courts of Virginia for over thirty years. . 

2. ] have been. and am still. one of the counsel and 


solicitors of the Berliner Gramophone Company. in all 
of its litigation arising and pending in the Federal 
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. Circuit and Appellate. in the State of Viri 
5 s brought against it by Frank Seaman. the c 
plainant in the above entitled suit: and I have take 
ve part in the preparation of the v 
nd in the arguments. beth oral and print 
said litigation. 

] am therefore familiar with all of the det 
entire litigation. beginning with the original suit. filed 
on June 25, 1900. in the Circuit Courr of the United 
States for the Western District of Virginia. 

















3. 1 am and have been since the institution of the 
\ordinger. for 





suit, the associate counsel of Mr. I. W. 
the United States Gramophone Company. one of the 
above named complainants in the suit brought by 
Frank Seaman against it in the Circuit Court of the 872 
United States for the District of West Virginia. in 
October. 1900. = 


4. I have read the bill of complaint and the motion 
papers filed by the complainants in the above entitled 
cause against the Victor Talking Machine Company. 
and have familiarized myself with the contents thereoi. 


5. The original bill of Frank Seaman v. The Ber- ! 
liner Gramophone Company. was filed in the Circuit 3 } 
Court of the United States for the Western District 
of Virginia, on or about June 25, 1900, and an in- 
junction was awarded thereon on that day by the Hon. 

John -Paul, now deceased, the then Judge of said . 
Court, and the order of injunction will be found on ‘873 
page 85 of the Transcript of Record No. 403. of the“ 
United States Circuit Court of Appeals. Fourth Cir- 
cuit. styled the ‘‘Berliner Gramophone Company, Ap- 
pellant, v. Frank Seaman. Appellee.” One or more 
motions were made to dissolve the said injunction. 
and on November 1, 1900, an order was entered by the 
said Circuit Court of the United States for the West- 
ern District of Virginia. refusing to dissolve said in- 
junction and continuing the same. (Page 543 of said 
i 








record ). 
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order an eppeal wa 

$ ¢, on 
1901, 
as decided and the 
2d annull- 
ne decree of the 


lowed (see page 








the appeal. was argued and = 
and on July 6. 1901. the appeal w 
decree oi November 1. 1900, was r 
ed. The concluding paragraph of 
















ow here ordered and 


Court that the decree of the Court 
in this cause be, and the same is hereby reversed with 
costs; and this cause is remanded to the said Circuit 
Court of the United States ior the Western District 
of Virginia, at Harrisonburg. with directions to dis- 











Court of Appeals. signed by Henry T. Maloney, Clerk 
of the said Court. and addressed to the Judges of the 
Circuit Court of the United States for the Western 
rict 67 Virginia. was sent down to the lower court. 





On September 3. 1901. the said Circuit Court of 





the United States for the Western rict of Virginia. 
entered the following order on said mandate: 

“The mandate and judgment of the Honorable. the 
Circuit Court of Appeals. in this case having been 
transmitied by the Clerk of this Court to this Court. 

Tt is ordered, adjudged and decreed that the judg- 
ment of the Circuit Court of Appeals be, and the same 
is hereby declared to be, the judgment of this Court. 
It is further ordered and decreed. pursuing the terms 
of said mandate, that the bill in this cause be dismissed 
for want of jurisdiction and without prejudice. The 
bill being thus dismissed for want of jurisdiction, no 
order is made with respect to the costs of the cause in 
this court. 

(See Citizen's Bank v. Cannon. 164 U. S.. 320.) 7 

CHARLES H. SIMONTON. 


a Sept.. 1901. Circuit Judge.” 
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1 December 7. 1900. the said F: 
without leave of court. an amended 
€e page 7 of the Tra i 
ted States Cir 
412. Berl 
x . Frank Seaman. Appellee | 
It will be observed that this amended’ and 
mental bill filed prior to the opinion of the Cir- 
cuit Court of Appeals on the appeals from the order 
of Nov. 1.1900, At the January Rules, 1901. the de- 
fendant filed its demurrer to the said amended supple- 
mental bill. and on January &, 1901, it filed its answer 
thereto. (See pages 16. 17, 18. 19. etc., of the said 
Transcript of Record, No. 412.) 

On March 23. 1901. the Circuit Court of the United 
States for the Western District of Virginia, entered 
an order. based on said amended supplemental bill. the 
exhibits therewith filed. and onthe demurrer. answer 
and exhibits of the defendants thereto. This order 
is simply awarded an injunction restraining the defend- 
ant company. until the further order of the court. from 
the further prosecution of a suit which had been in- 
stituted by the said company against Frank Seaman in 
the Circuit Court of the United States for the South- 
ern District of New York, on the jaw side thereof for 
the recovery of damages. for a hreach of the contract 
of Oct. 10, 1896. From this order or decree an ap- 
peal was taken to the Circuit Court of Appeals for the 
Fourth Circuit, and the record of that appeal is No. 
412. The Circuit Court of Appeals affirmed the de 
cree of March 23. 1901. My opinion is that this only 
meant a stay of that proceeding in New York until 
there could be a determination under the original bill. 
on the merits of the case. It will be seen that the 
Circuit Court of Appeals in affirming the decision of 
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the Lower C 
March 








and tt 


the appeal i 
ree as of thar date. 


junction still in 

Tt will be seen. therefore as a matter of fact shown 
by the record that on September 28. 1901. the only in- 
junction in the Virginia Litigation was that of March 
23. 1901. which restrained the further pr ion of 
the suit for damages in the Circuit Court of the 
United States for the Southern District of New York 
by the Berliner Gramophone Company against Frank 
Seaman. There was. as a matter of fact. no other in- 
junction then in existence. 
























7. On October 29. 1901. Frank Seaman. the com- 
plainant in the above entitled suit. by his counsel. gave 
notice that a motion would be made before the Hon. 
Charles H. Simonton. one of the Judges of the Cir- 
cuit Court of the United States for the Fourth Circuit, 
at Richmond, Va.. for leave to file a petition asking 
further leave to file an amended and supplemental bill, 
a copy of which petition as well as a copy of the pro- 
posed amended and supplemental bill was attached to 
the notice. The application was not heard at or on 
the day fixed in the notice, but heard in December. 
1901, before the Hon. Henry C. McDowell. who had 
in the interim been appointed to succeed the Hon, 
John Paul. late Judge of-the District Court of the 
United States for the Western District of Virginia. 
Leave was given the plaintiff to file his amended and 
supplemental bill. and in the tenth paragraph thereof 
this language will be found. 


“to, That vour orator desires to withdraw. and 
hereby doe: withdraw. from his said amended and sup- 
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piemental bill of complaint all and all reference to 
ions, matters and things set forth therein, as 
of reference to said origi 


ther- 





all 
contained in, and by v 
bill. and all prayers for injunction, mandatory or 
ginal bill contained. and in 
a 








al 

















ad supplemeni 
On April 30. 1902, Judge McDowell. acting on the 

prayer for an injunction. entered an order awarding 

the injunction as prayed for in the bill. The bond re- 

quired by this injunction order was not executed until 

sometime in June or July. 1902. the exact date not now 

remembered. At the September Rules. 1902. the Ber- 

liner Gramophone Company filed its answer to this 

second amended and supplemental bill. and on the 24th 88. 

day of October, 1902. the complainant. Frank Seaman. 

deposited in the Clerk's office of the Circuit Court of 

the United States for the Western District of Virginia 

his replication to this answer. but it was not formally 

filed until] the November Rules, 1902. Under t 

seconded amended and supplemental bill notice was 

served by the plaintiff, returnable Dec. 23, 1902. that 

an application would be made that day to the Hon 

Henry C. McDowell, Judge of the District Court. and 

as such of the Circuit Court of the United States for 

the Western District of Virginia, to enter an order ap- 

pointing a special examiner to take the evidence on the 

part of the plaintiff. The counsel for the defendant 

had prepared prior to this time and sent to the said 

Judge an order requiring the plaintiff, the parties being 885 

at issue, to take his evidence by depositions in support 

of the allegations of his bill within a time to be limited 

by the Judge and giving to the defendant the right. 

after the completion of the plaintiff's depositions in 

chief. to take its evidence in support of the allegations 

of its answer, and in rebuttal of the plainriff’s evidence. 

and giving to the plaintiff, after the completion of the 

defendant's evidence. a limited time within which to 

take his evidence in rebuttal of such new evidence as 

might be introduced by the defendant in its depositions. 

é 














iS 
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Up te this po: 
the either the order presenter 
vii ior the ap; ient of a Special E 
upon the order submitted by the defendant's 
requiring the taking of depositions by bo: 
in a limited 
pany denied all the material allega 
plaintiff's second amended end supplemental bi 
addition thereto it alleged affirmatively 
sundry breaches of the contract upon the par: 
complainant. Frank Seaman. 








parties 
ne. The answer to the dejendant 











2 of the 


& The injunctive order of April 30. 1902. ewarded 
on the second amended and supplemental bill znd re- 
ferred to in bill of complaint in the case at bar, was 
in no sense an order adjudicating any rights of Frank 
Seaman under the contract of October 10, 1806, but 
was merely an order. in the nature of an cx parte in- 
cue to preserve the status quo of the parties pend- 

g the final hearing of the case on its merits. The an- 
ewer of the defendant company had not been fled at 
the time this order was granted, and its appearance 
was by counsel simply for the purpose of objecting to 
the granting of the cr parte injunction, which was 
based upon the allegations of the second amended and 
supplemental bill. and the record of the entire case as 
it then stood. ‘ 








Q. The degree of September 24. 1900. page 303 of 
the record No. 403, was nothing but a rule upon the 
defendant company to show cause why the injunction 
of June 25, 1900. should not be enlarged, so as to en- 
join and restrain the defendant company from giving 
away or offering to give away. except in the District 
of Columbia, any of the goods or articles or parts 
thereof contracted to the plaintiff under the contract 
of October 10, 1896, other than was provided for in 
said contract. . 

On September 29, 1900. page 501 of record No. 403. 
the defendant company filed its answer to this rule 
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the matter was po 


on the roth 


and the further consideratio 
wn to be hea 


Al 
n 
oO 





poned to and 


October. 1900, at Abingdon. Va., that being one of 


ion of the said District Court of the 4 







i se 





the places 
United States 
s subsequently di 
of the complainant for an 
junction of June 25, 1900, was denied. 











This rule v 





charged anc 
gememt of hi 








10, The order of March 20. 1902. referred to in 
bill of complaint in the case at bar was simply an order 
holding the Berliner Gramophone to be in contempt 
because it had continued the prosecution of its suit in 
stituted in the Southern District of New York ag: 
Frank Seaman for damages. The Berliner Gramo- 
phone Company had in good faith proceeded with the 890 
conduct of this suit for damages under the advice of 
counsel, and in the full belief that the decision of the 
United States Circuit Court of Appeals. for the Fourth 
Circuit. of July 6. 1901. whereby the original bill and 
the injunction awarded thereon of date June 1900. 
had been dismissed and dissolved. operated to dismiss 
the amended and supplemental bill. which formed part 
of and was read into the original bill. 
























11. The decrees of October 4. 1900. and May 15. 
1901. were decrees entered in this suit brought by 
Frank Seaman v. The United States Gramophone 
Company in the Circuit Court of the United States 
for the District of West Virginia, and the Honorable 
Judge of that Court held, that the West Virginia pro- 891 
ceeding was ancillary to and based upon the litigation 
pending in Virginia. This proceeding is still pend- 
ing in the Circuit Court of the United States for the 
Northern Dstrict of West Virginia. and because it has 
been held to be a proceeding ancillary to the litigation 
in Virginia no step has been taken to speed the cause. ¥ 





12. It is clear. therefore. from this narrative of facts 
as they appear in the records referred to. that the 
only injunction existing at this time against the Ber- 


re 
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the rigt 
determined. 





This statem 
ond amended and supplememal bill Paragraph 10) 
withdraws in ance and effect.the first amended 
and supplemental bill. filed December 7. 1900. and 
hereinbefore referred to. If the amended: bill itself 
was withdrawn this deponent assumed that the injunc- 
tive order of March 23. 1901, must have been With- 
drawn and abandoned along with the abandonment of 
the bill itself. 


upon the fact that the sec- 











13. On September 28, 1901. the only 
then pending against the Berliner Gramophone Com- 
pany in the Virginia litigation was that of March 23. 
1901. which as before stated only enjoined the Ber- 
liner Gramophone Company from the further prosecu- 
tion of its suit "for damages against Frank Seaman. in 
the Southern District of New York. With the ex- 
ception of this last named injunction. no other existed 
as of Sept. 28. 1901. against the Berliner Gramophone 
Company, because the order of April 30. 1902 had not 
then been entered nor had the second amended sup- 
plemental bill. on which said order was based. been 
“Riled, and because the injunction of June 25, 1900, had 
been dissolved and the bill on which it was granted 
had been dismissed, as hereinbefore stated by the man- 
date of Circuit Court of Appeals of the United States 
for the Fourth Circuit. and by the order entered By 
Judge Simonton of Sept. 3. 1901. 

There has never been an order entered in any one 
of the suits pending in Virginia based upon the merits 
of the case. On the contrary every order, which up 
to this point of time have been entered has been based 
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j of the rights of either the com- 
or the defendant, but a reference to the an- 
wer of the defendant to the second amended and sup- 
efore referre . Wil sh 
the complaina 



















suit, to the exercis 
of October 10, 1804. a 
sted. As bet 
v Tormal depositions, 
appointment of an Examiner. if entered. or under 
the order proposed by the defendant company, li 
ing the time within which the deposition shall be taken 
and completed. if adopted by the court. will doubtless 
be commenced within a short time and I believe that 
the case can be made ready for a hearing on the merits 
within the next ninety days 


y rights under the ca 
tinetly denied and v 
king of p 
r under the order for the 











14. 1 am familiar with all the details of the Vir- 
ginia litigation between Frank Seaman and the Ber- 
liner Gramophone Company. and I have spent much 
time and labor in the examination of the record and 
in the study of the contract of October 10, 1896; and 
I have examined a number of authorities—all that 
have been accessible to me—bearing upon the question 
involved in the controversy: and, after a most care- 
ful study and consideration of the facts and the law. 
as far as I have been able to examine the latter. I do 
not believe that the complainant, Frank Seaman, can 
maintain his suit in the Virginia courts for the specific 
execution of the contract of October 10, 1896, but on 
the contrary my decided belief is that the Berliner 
Gramophone Company, because of the mumerous 
breaches by said Seaman, of the contract of October 
10, 1896, was as a matter of law warranted and jus- 
tified in the abrogation or rescission of said contract 
of October 10, 1896, under which I think all of Sea- 
man’s rights have ended. There is nothing in the 





806 
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is deponent has ber 
th lati 
Company of the contract of Octob 





meophone 
To. 1896, but 


on by the Be 





upon the contrary the evidence abundantly shows. not 
only 2 purpose upon its part to fulfil every obligation 
ank 


d. 





of that contract. but an effort to fersir 
Sezmen to comply with the terms of the contract on 
part end thus avoid the necessity on the part of the 
Berliner Gramophone Company of the rescission of 
the contract. 

I refer, in support of this. to the affidavit of Mr. 
Thos. S. Parvin, page 136 of Transcript of Record 
No. 403. and the exhibits filed therewith. 





15. I call special attention to the decision of Judge 
Coxe overruling the defendant's demurrer in the case 
of the Berliner Gramophone Company y. Frank 
Seaman. 11 Fed. Rep., page 679 (U. S. Circuit. 
Se. Dist. of N. Y.. Nov. 25, 1901) which is an 
action at law hereinbefore referred to and brought 
by the Beriiner Gramophone Co. v. Seaman, claiming 
$300.000 damages for the breach of the contract of 
October 16. 1896. 








16. I omitted to mention the fact that after the 
opinion and mandate of July 6, 1901, of the Circuit 
Court of Appeals of the United States. Fourth Cir- 
cuit, the complainant, Frank Seaman, filed in the 
Clerk's office of the Supreme Court of the United 
States, on July 10, 1901, a petition in which he prayed 
for a writ of certiorari to the Circuit Court of Appeals, 
of the United States, for the Fourth Circuit, which 
said petition is still pending in said court, and no 
action or notice of action has been had or given there- 
under. 

I desire to produce and file with this affidavit, print- 
ed copies of the records in the Virginia and West 
Virginia litigation, hereinbefore referred to: which 
copies I believe to be correct copies and they are 
marked respectively A. B. C, D, and E. Exhibit A 
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trar 
phone Co 


sequent to May 16, 19001. and Exhibir E is intended 
to embrace the opinion of | 16, 1901. the mandate 
of the Circuit Court of Appeels and the order of the 
Circuit Court o United States for the Western 
District of Virginia, dated Sept. 3. 1901. and all of 
which have been hereinbefore referred to. 

I desire to say in conclud narrative that I 
have no sort of connection with the Victor Talking 
Machine Company. either prof 




















onally or otherwise, 
and that I have no kind of interest in the result of this 
suit. I have made this affidavit because of my fami- 
liarity with the record as 2 matter of convenience to 
the counsel who have requested me to put the matter 
in some methodical and systematic shape. 
MARSHALL McCORMICK. 

Sworn to and subsctibed before me 

this 31st day of December. 1902. 

Eugene Glover, 
Notary Publie. 

(Seal. ) 





I certify that under the laws of 
Virginia no tax is required 
upon the seal affixed to this in- 
strument. * 
Teste. 
Eugene Glover. 
Notary Public. 


gor 


go2 


903 
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IN THE CIRCUIT COURT OF THE UNITED 





STATES, 
| 
For tHE Western District oF Vircinia 
\ 
Frank SEaMan, 
Plaintiff. 
ae In Equity. - 
BERLINER GRAMOPHONE CoM- 
PANY, 
Defendant. . 





The mandate and judgment of the honorable the 
Circuit Court of Appeals in this case having been 
transmitted by the clerk of that court to this -court, 

It is ordered. adjudged and decreed that the judg- 
ment of the Circuit Court of Appeals be. and the same 
is hereby declared to be. the judgment of this Court. 
It is further ordered and decreed. pursuing the terms 
of said mandate. that the bill in this case he dismissed 
ior want to jurisdiction and without prejudice. The 
bill being thus dismissed for want of jurisdiction. no 
order is made with respect to the costs of the case in 
this court. (See Citizens Bank v. Cannen, 164 U. S., 
322.) 

















CHARLES H. SIMONTON, 
Circuit Judge. 
3 Sept., 1901. 
Filed 4 Sept., 1901. 
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